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Art Unit: 2626 

DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 10-18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 10-18 are directed to "A computer 
program product, tangibly embodied in an information carrier..." However, the 
specification (page 12) explicitly includes "a propagated signal" as an example of a 
computer program tangibly embodied in an information carrier. A "signal", as a form of 
energy, is not patentable subject matter because it does not fall within one of the four 
categories of invention. 



Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-5, 7-14, and 16-18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Ostermann et al. (U.S. Patent 6,963,839). 



In regard to claim 1, Ostermann et al. disclose a system (Fig. 4A), comprising: 
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a speech animation engine (animation server 68, column 5, lines 7-12); and 
a client application in communication with the speech animation engine (client 
application 64, column 4, lines 54-59), 

wherein the client application is operable to perform the following operations: 

sending a request for speech animation to the speech animation engine, 
the request identifying data to be used to generate the speech animation (text 
with emoticons and other parameters is sent to animation server 68 to generate 
an animation that matches the text, column 5, lines 7-26), the speech animation 
being speech synchronized with facial expressions (animated characters are 
generated that appear to speak the submitted text message, column 5, lines 26- 
36); 

receiving a response from the speech animation engine, the response 
identifying the generated speech animation (the animated message is returned to 
the client, column 5, lines 37-52; by pointing to the appropriate location, column 
7, lines 5-13); and 

using the generated speech animation to animate a talking agent 
displayed on a user interface of the client application (the animated message is 
displayed to the client for viewing, column 7, lines 8-13); 
and wherein the speech animation engine is operable to perform the following 
operations: 

receiving the request for speech animation from the client application 
(animation server 68 receives the sender message, column 5, lines 7-17); 
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retrieving the data identified in the request without user intervention (the 
animation server 68 processes the received sender message without 
intervention, column 5, lines 18-22); 

generating the speech animation using the retrieved data (the sender 
message is used to generate an animated message, column 5, lines 22-26); and 

sending the response identifying the generated speech animation to the 
client application (the animated message is returned to the client, column 5, lines 
37-52; by pointing to the appropriate location, column 7, lines 5-13). 

In regard to claim 2, Ostermann et al. disclose retrieving the data includes 
retrieving the data in real time (messages are processed in real time, column 6, lines 
37-59). 

In regard to claim 3, Ostermann et al. disclose the data specifies text to be used 
to generated the speech animation (text with emoticons and other parameters is sent to 
animation server 68 to generate an animation that matches the text, column 5, lines 7- 
26). 

In regard to claim 4, Ostermann et al. disclose the text includes variable 
elements (emoticons and other parameters, column 5, lines 7-26). 
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In regard to claim 5, Ostermann et al. disclose the data specifies a voice to be 
used to generate the speech animation (the user selects a voice to be used, column 8, 
line 59 to column 9, line 6). 

In regard to claim 7, Ostermann et al. disclose the request further identifies 
context information taken from a live session of the client application (during a live 
instant messaging session, context information about the user's identity is included, 
column 6, lines 60-65); and 

generating the speech animation includes incorporating the context information 
into the generated speech animation (when participant send their message, the 
corresponding character is animated, column 6, line 65 to column 7, line 4). 

In regard to claim 8, Ostermann et al. disclose the context information includes 
information about a user of the client application (the identity of the user, column 6, lines 
60-65). 

In regard to claim 9, Ostermann et al. disclose the client application is a web 
application (HTML client, column 4, lines 54-64); and 

the request is an HTTP request (the request is sent over the Internet 62, thus the 
request must inherently be an HTTP request, column 5, lines 7-12). 
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In regard to claim 10, Ostermann et al. disclose a computer program product, 
tangibly embodied in an information carrier, the computer program product being 
operable to cause data processing apparatus to perform operations comprising: 

receiving a request from a client application for speech animation, the request 
identifying data to be used to generate the speech animation, the speech animation 
being speech synchronized with facial expressions (text with emoticons and other 
parameters is sent to animation server 68 to generate an animation that matches the 
text, column 5, lines 7-26); 

retrieving the data without user intervention (the animation server 68 processes 
the received sender message without intervention, column 5, lines 18-22); 

generating the speech animation using the retrieved data (the sender message is 
used to generate an animated message, column 5, lines 22-26); and 

sending a response identifying the generated speech animation to the client 
application (the animated message is returned to the client, column 5, lines 37-52; by 
pointing to the appropriate location, column 7, lines 5-13). 

Claims 11-14 and 16-18 are identical in scope to claims 2-5 and 7-9, 
respectively, and thus are rejected for the same reasons as give above. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 6 and 15 rejected under 35 U.S.C. 103(a) as being unpatentable over 

Ostermann et al., in view of Phillips (U.S. Patent 6,507,81 1 ). 

In regard to claims 6 and 15, Ostermann et al. do not disclose the data specifies 
a pool of synonyms; and 

generating the speech animation includes selecting a synonym from the pool of 
synonyms. 

Phillips discloses a system and computer program product for generating 
messages, wherein a user: 

specifies a pool of synonyms (a list of one or more synonyms, column 6, lines 49- 
58); and 

selecting a synonym from the pool of synonyms (one of the list of synonyms is 
selected at random to be included in the message, column 6, lines 58-63). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify Ostermann et al. to allow the user to specify a pool of synonyms and 
then select one of the synonyms during generation of the speech animation, because 
randomly selecting a synonym for inclusion in a message provides a highly amusing 
affect, as taught by Phillips et al. (see Abstract). Especially in the context of sending 
animated messages, one of ordinary skill in the art would be motivated to add features, 
such as selecting a synonym from a pool of synonyms, which would increase the 
amusement value of the animated messages. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Nashida et al. (U.S. Patent Application Publication 
2002/00105819), Wang et al. (U.S. Patent 7,085,259), and Cossatto et al. (U.S. Patent 
Application Publication 2004/0215460) disclose additional client/server based speech 
animation systems. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRIAN L. ALBERTALLI whose telephone number is 
(571)272-7616. The examiner can normally be reached on Mon - Fri, 8:00 AM - 5:30 
PM, every second Fri off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Hudspeth can be reached on (571) 272-7843. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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